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RESPONSE TO NOMKiCA riON OK NON»C:OM PI J ANT APPKAL BRIEF 

Mail Stop Appeal Brief - Patents 

Comnii«sioner for Patents 
P.O. Box 145C 

Alexandria, VA 22313-1450 
Sir: 

i'his Communication is in response to the "NotiHeotion oC Non-Compliant Appeal Brici" 
mailed on January 28, 200S. 

The Appeiil Brief illed on November 1, 2007 was deemed defeelive for iailiire to eomply 
with one or nK*re provisions or37 CFR 41.37. More speeirieaUy, the Appeal Briefwas deemed 
defective beetuise the Appeal Brief did not eontain a statement ofthe status ofeaeh amendment 
Held suhscqucnl to the final rejection {37 CKR 41 .37(e){ 1 )(iv)). 

With this Comrnunicalion, a CORRECTED Appeal Brief eontaining a statement ofthe 
status ofeaeh amendment Held subsequent to the llnal rejeetion has been submitted. Applieant, 
therefore, submits that the CORRECTED Appeal Brief is now eomplianl and is in proper order 
and in a eonditton lor eonsideration. 

No fee is required with this Communiealion. At any time during the pendeney of this 
appiieation, however, please eharge any fees required or eredit any oveipaymenl to Deposit 
Aeeounl OS-2025. 
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Any iiu|uii*y rcgtuding this Coininunication should be directed to cither Nalhcwi R. Riclh 
at. Telephone No. (20S) 396-5287, Kacsimite No. (2()S) or Scott A. Lund M Telephone 

No. (612) 573-2006, Facsimile No. (612) 573^2005. In addition, all eorrespondcnee should 
continue to he directed to I he following 3ddre^;.s: 

Hewlett-Packard Company 

Intelleetual Properly Adtninislration 
P.O. Box 272400 
3404 E. Harmony Road, M/S 35 
Fort Collins. Colorado .S0527-2400 



CHR TIKIC A'i K t J Nl. >HR .^7 c;.F.l^. t.X: The undLTsi-mcd hereby ccniMcs xhiU this pnpcr or papers, as ctcscnbcrtl 
hcicin, arc being rucsiinilc Uansinitlod to the IJitilcd Stjtcs I'atciU iiiwJ iViitiemaik Ofritc, No. (57)) 273-1^300 
on this _. t^^l ^^lly of I'cbnini7. :>Of)S. . 



Respect fully submitted » 



Stuart D. Asawaka, 



By. 

OrCKLi, BILLrO Sl czaja, pllc 
Fifth Street Towers, Suite 2250 
100 South Fifth Street 
Minneapolis, MN 55402 
Telephone: (612) 573-2006 
Facsimile: (612) 573-2005 



SAL:hsr 
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™ 1 9 2008 



Applicant 



Stuart Asavvaka 



Examiner: Kumiko C. Koyama 



Serial No. 



09/905,623 



Group All Unit: 2887 



Filed: 



July 13,200! 



I docket No.: lOOi 191 9-1 



Title: 



PRINT FOR PAY I'KIN I hK 



CORRECTED APPEAL BRIEF UNDER 37 C.F.K, 



Mail Stop Appeal Brief - Patents 

Comn)i.s^>ioncr for Patent:* 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir/Mudam: 

Tins CORRECTED Appeal Brief is presented in response to the Notification of Non- 
Compliant Appeal Brief niailcd January 28, 2008, and in support of the Notice of Appeal 
lilcd on September 7, 2007, appealing the Una) rejection of claims 1-20 of the above- 
idcntificd appHcaiion as set forth in the Final Office Action mailed May 1, 2007, and 
alTirmed in the Advisory Action mailed August 21 , 2007. 

No fee is required with this Communication. Ac any time during the pendency of this 
application, please charge any required fees or credit any ovcipayment to Deposit Account 
No. OS-2025. 

Appellant respceliiilly requests consideration and reversal of the Hxamincr's rejection 
of pending claims 1-20. 
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COUKKCTIlD Appeal Briirf to Clu* Bourd of Paleiil Appeals aiitl Inturfereiues 

Apptic:m(: Smart Asawnka 

Serial No-: 09/^05,623 

I'ilcd: July 13, ::0(}l 

Docket No-: t00M9I9-l 
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L RKAL PARTY IN IN I KKKST 

The real parly in interest is Hc\v!t;tt-i»uckard Development Company, LP having a 
principal place of business at 20555 S.H. 249 Houston, TX 77070, U.S.A. (hercinallci' 
"MPDC"). [IPDC is a Texas hniitcci partnership and is a wh<^!Iy-owncd alYlliale of Hcwlclt- 
i^ackard Company, a Delaware corporation, hcadqitarlcrcd in Falo Alio, CA, The general or 
managing parlner ol J IPDC is HPQ) Holdings, J.LC. 

II. RELATED APPEALS AND INTERFERENCES 

There arc no olhcr appeals or interferences kjiown to Appellant that will have a 
bearing on the Board's decision in the present Appeal. 

IJL STATUS OF CLAIMS 

In a Final Office Action mailed May I, 2007, claims 1-20 were finally rejected. 
Claims 1-20 are pending in the application, and are the subject of the present Appeal. 

I V. STA i US Oyi AMENDMKN I S 

No amendments have been entered subsequent to the Final Office Action mailed May 
I, 3007. The claims listed in the Claims Appendix, therefore, reileet the cininis as of May 1, 
2007, 

V. SUMMARY OF THE CLAIMED SUBJECT MATTER 

11ns Summary is set foith as an exemplat7 cmbodiinciU as the langua^j^c 
corresponding to independent chnms 1, 9 and 19. Discussions ;iboul elements of claims 1, 9 
and 19 can be found at least at the cited locations in tlic specilication and drawings. 

The present invention, as claimed in independent claim U provides a method of 
operating a printer, said method comprising; providing a printer including a plurality of 
printer operational resources, said printer operational resources comprising core printer 
operatioiKil resources iind enhanced printer operational resources; receivint:; a resource 
request at said printer, said resource request mckidinL; a request for at least one of use and a 
right of use of a selected at least one enhanced printer operational resource; operating said 
printer uceordmg to said resv)uree request including at least one of use of and riglil of use of 
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said selecled at leasr one enhanced printer operational resource: and initinting d poymcnt 
transaction based on said operating step, wherein said payment transaction incUides a charge 
calculated only as a function of said enhanced printer operational resource rcquesL 
(HIemcnts 10, 12, 14, 16, 18, 20, 24, 70, 72, 74; p. 4, line 1 Ihrougli p. 10, line 2; FIGS. 1-7). 

The present invention, as claitncd in independent claim 9, provides a printing system 
comprising: printer control including a plurality ofprlnter operational resources supporting 
operation of a printer, said plurality of printer operational resources ODmprising a first 
resource set and a scctjnd resource set; print job control receiving a rcqtiest relative to at least 
one oi said plurality of printer operational resources; and transaction eonlrol detecting said 
request and initiating a payment transaction for said request only when said at least one of 
said plurality of printer opera.lional resources is a member of said second set:, wherein said 
paymeni transaction includes a charge calculated as a function of said resource request. 
(Elements 10. !2J4. 16. 18. 20, 24, 70. 72. 74; p. 4. line 1 throuf>h p. 10. line 2; FIGS. 1-7). 

The present itwcntion, as claimed in independent claim 19, provides a method of 
printer operation,, said printer having core printer operational resources and enhanced printer 
operational rc:>onrces, tlie method comprising the steps: requesting a print Job, said print job 
including use of a selected enlianecd printer operational resource; printing at a printer said 
print job including use of said sulecled enhanced printer operational resource; and execuLing a 
payment transaction in lavor of a resource vendor as a function of said print job, wherein said 
payment transaction ir^ctudes a charge caleulated only as a function of said enhanced printer 
operational resource re<]uest. 

{Elemcnt.s 10, 12, 14, 16, 18, 20, 24, 70, 72, 74; p, 4, line I through p. 10, hne 2; FIGS, 1-7). 

VI. GROUNDS OF REJECTION TO BF REVIEWED ON APPEAL 

VI. A. First C-roiind of Rejection 

Clairn.v K 3, 4. 9-11, 15 and 19 stand rejected under 35 U.S.C. § 103(a) as being 

unpalentable over Robinson, el al.. U.S. Patent No. 5,850.384 ('^Robinsoif ') in view of 
Kcane, ct aL, U.S. Patent No, 6,650,433 ("Kcane"). 
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VI- 15. Second Cround ol Rcjcctioii 

Claims 2 and 13 stiind rejected under 35 U.8.C. l()3(a) ns being unpatentable over 
Kobiiisoa in view oTKeanc as applied to claims ! and 9 above, further in view of Pierec, U.S. 
Patent No. 6,202,0257. 

VI. C. rhird CrounU of Rejection 

Claims 5 and 16 stand rejected under 35 U.S.C. § 103(a) as being unpaicniablo over 
Robinson in view of Kcanc as applied lo claims ♦I and 15 above, further in view of Maruta, ct 
oK, U.S. Patent No. 6,064,838. 

VL D* Fourth Ground of Rejection 

Claims 6 and 17 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Robinson in view of Keane as applied to claims 4 and 15 above, further in view of Hayashi, 
U.S. Patent No. 6,375,297, 

VI. E. Fifth ( ;round of Rejection 

Claims; 7, 8, and IS stand rejected under 35 U.S.C;. § U.)3{a) as being unpatcatable 

over Robinson in view of Keane as applied to claims 1 and 15 above, iiirther in view of 
Noeker, U.S. Patent No. 6,236,486. 

Vf, F. Sixth Cround of Rejection 

Claim 12 stands rejected under 35 U.S.C. j:^ 103(a) as being unpatentable over 
Robinson in view of ICcanc as applied lo claim 9 above, further in view of Sugiura, et aL, 
U.S. Patent No. 4,393,375. 

VI. Seventh Ground of Rejection 

Claimji 14 and 20 stand rejected under 35 U.S.C. § 103(a) lis being unpatentable over 
Robinson in view of Kcane as applied to claims 9 and 19 above, further in view of Precman, 
U.S. Patent No. 6,134,557, 
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V II. AUGIIMKNT 

Vfl. A. Applicable Law 

The rejections sot Ibrlh in ihc Final Office Aclion have c)S their biusis 33 U.S.C. 
§ 103(a), stating: 

(a) A pa lent Jitay ikjI hc ublaijicd tliouijli lltL invciitiun is not iticlUically disclosed ui* dcscriljcd as scl 
forth ill M.xiiim \i)2 o/'tliis title, il'llic dilVerences between the subject matiL-r sivu^lit tci he piiteiitcd and 
(he pritvr arl aiv such thai ihe suhiccf matter us a whole \vi)ukl have hct:ri obvious al Uie lime Ihe 
iiiventioi; was rniuJe u> a person havin^^ ordinttr)' skill in ilic jjrt lo which «aid suhjtiet nialter pertains. 
PalcjiUibility shall tiul be tiej,'.;ili vtrd by ihe manner in which rhe invent ion w.is m^iile. 

Patent Kxaminers carry the responsibility of milking sure thai the standard of 
palentahility enunciated by the Suprenie Court and by the Congress is applied in each and 
every ease. MPEP §2141. The Rxaniincr bears the burden under 35 U.S.C. §103 in 
eslablishint; a prima facie ease of obviousness. Ir? re Flncu 5 USPQ2d 1596, 1598 (Fed. Cir. 
1988), 

The four tbctual inquires for dotcnnining obviousness arc as follows: (a) determining 
the sScope and contents of the prior art; (b) asceilaining the dirfercnces between the prior art 
and the claims in issue; (c) resolving the level of ordinary skill in the pertinent art; and (d) 
evaluating evidence of secondary considerations. Graham v. John Deere Co,, 383 li.S. I, 148 
USPQ459(I966). 

Wlien applying 35 U.S.C. 103, the following tenets of patent law must be adhered to; 
(a) the claimed invention must be considered as a whole; (b) tlic references must be 
considered as a whole and must suggest the desirability and thus the obviousness of making 
the combination; (c) the reJ'erences must be viewed vvithout the benefit of impermissible 
hindsight vision afforded by the claimed invention; and (d) reasonable expectation of success 
is the standard with which obviousness is determined. Hodosh v. Block Drug Co.. Inc.^ 78<> 
F.2d 1 136, 1143 n,5, 229 USFQ 182, 187 n.5 (Fed. Cir. 1986). 

'^Rejecdons oj^ obviousness grounds cannot be sustained by mere conclusory 
statements; instead Tiiere must be son^c articulated reasoning with some rational underj^inning 

to support the legal conclusion of obviousness.'" KSR hnl Co. v. lelcflex, Jnc.y 550 U.S. , 

s/ip opinion at page 14 (2007); rc Khan^ 7S USP02d 1 329 (Fed. Cir. 2006). In this regard, 
identificiUion of a teaching, suggestion, or motivation for modifying a reference or 
combination of the tciichings of multiple references provides helpful insight. 550 U.S. 

at , slip opinion ai pa^e 15. 
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VII, B. First GroumJ of Rejection 

Citium 1, 3. 4, 9-1 K 15 and 19 stand rcjcclcd under 35 U.S.C, § 103(a) as being 

unpatentable over Robinson, ct al., U.S. Piitenl No. 5,850,584 ('^Robinson") in view oF 
Kcane, ct al., U.S. Patenl No. 6,650,433 C^Kconc"). 

Regarding independent claims !, 9, and 19, the Office Action alleges Robinson 
substantially ciseloses the claimed subject matter, hut acknowledges that Robinson fails lo 
icijch thai a charge is calculated oni^y as a fiinction of the enhanced printer operational resource 
rcc)uesi. To overcome this dcllcicncy of l^obiivson, Kcanc is cited as disclosing that business 
cards arc offered to customers by a web sci-ver host at no chiirge, and the cost of (>nnting these 
items can be rcct)upcd by tlie web scTvcr host by charging a fee for upgrades. Speciiicatly, 
Keanc discloses that the web seI^^er host may include an advertisement on tiie back of each free 
business card, and charge a fee if the customer does not wish the adverliseinent to appear on the 
customer's cajd. (Keane, col. 14, lines 40-50). llic Ofiice Action concludes it would have 
been obvious to one of ordinary skill in the art at the lime the mvenlioii was made to modify the 
teachings of Kcanc to the teachings (^f Robinson because such modification provides a cheaper 
rate lor the custon^ers to print a standard print without losing profjtability of the printing 
company. 

Appellant rcspectililly submit that the combination of Robinson and Keane cannot 
support a case of prima facie obviousness as to the claims because, among oihcn* possible 
rciisons, the reicrenccs, alone ajid in combination, fail to disclose or make reasonably obvious 
all of the icalurcs of the present invention. 

Independent claims 1 and 19 set forth, in part, that the printer operational resources 
comprise core printer operational resources and etihanccd printer operational resources, and 
specil'y, in part, that the payment transiiction includes a ch;ir}j;c calculated only as a 
function of the enhanced printer operational resource request. Independent claim 9 
similarly divides printer operational resources into w first resource set (e.g., a core resource 
set) and a second resource set (e.g., an enlianced resource set), and speciHes that u payment 
transactton is initiated only when the requested printer operational resource is a 
member of said second set. 

The specification of the instant application describes that printer operational resources 
are divided into layers to stratify price levels, and *'core" resources contain "the basic printer 
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Title: PRINT TOK PAY PRI N JI-K 

resources needed to print standard output." (Applicalion, p. 6, lines 29-31). Printer resources 

outside ol' (he "core'" resources are considered ^'enhanced" printer opcrationiil resoureey. As 

set Jbnh above, the Office Action aeknowicdgcs that Robinson fuils to disclose that a eliargc is 

calculated oiily as a function of an enhanced printer operational resource request. Appellant 

respectfully submils, conlrory to t.l>c charnctcrization set forth in the Ollice Action, Keane also 

fails to teach or make reasonably obvious that thai a charge is calculated only as a function of 

an enhanced printer operational resource request. 

The portion oi'Kuanc referenced in the Office Action states: 

'^In sonic unplcmentations, relatively low cost items, e.g., business 
cards arc offered to customers by the web server host at no charge. The cost 
of printing tiiese itetns can be recouped by the web server host by charj-ung a 
fee for upgi'ades, e.g., faster delivery, and sales of complimentary items such 
as business card eases. For example, as discussed above, the web sei-ver host 
may include an advertisement {e.g., ^M-'ree lousiness Cards at vistaprint.com") on 
the back of each free card, and charge a fee if the customer does not wish the 
advcitisement to appear on the customer's card," 

(Keanc, col. 14, lines 39-49 

As seen from the above-quoted portion of Keane and contrary to the characterization 
set forth in the Final Office Action, Kcane does nm teach or trtake reasonably obvious that 
that a charge is calculatt;<i only as a tunciion of an enhanced printer operational resource 
rcn:|uest, as set forth in inticpendcnt claims I, 9 and 19. Indeed, the explicitly listed *'upgnides" 
of Keane ibr which a charge is assessed include '^faster dchvery." Clearly, the time required 
to deliver a priiUcd product to a customer is not a printer operational resource of any type. 
Accordingly, ii is incorrect to characlcri/e Kean as teaching that a charge is calci»lated only as 
a function of an cnhajiced printer operational resource- 
Regarding the option for a customer to puy a fee to avoid the printing of an 
adverti.sement on the customer's business cards, AppeUsuit submits sx failure to print docs 
not constitute use of an "enhanced" printer operational resource, as by definition 
'''■core" printer resources are used to print the standard, i.e*, tree, output, and no 
ditXercnt or additional printer resources beyond the core printer resources (i.e., 
"enhanced''' resources) arc used when not printing the advertisement. In the Advisory 
Action mailed Augu.st 21, 2007, the Examiner states: 
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'^Kcaric teaches charging a fee according to the preference or feature 
seleclcd by the user. 'Hie hxaniiner believes thai by [siej not printing an 
tidvertisomcnr is eonsidered as an enhancement because il avoids extra 
infonnation and the printed matter only conlains the information that the user 
wants.' 

Appelhrnt submits that the Examiner fails to difforcntiotc between an enhanced 
proihict as may be perceived by a user, and enhanced printer opera dona/ resources as sci 
fortli in the claims. The above quoted portion of the Advisory Action incorrectly suggests 
that a product prefeiTcd by a user (such as a business card witli no advertisement printed on 
the back of the card) necessarily requires the use oi* enhanced printer operational resources as 
described and claimed in the instant application. However, Appellant submits tJiat the 
infonnation printed on a docurneni, such as a business card, is in no way sui^estive of the 
printer operational resources used to print the document. Aeeordini;ly. Appellant reiterates 
that a failure to print does not constitute use of an "enhanced" printer operatioiiol 
resource, because no resources beyond the core printer resources (i.e., "enhaneed" 
resources) are used when not printuifi. 

For at least the reasons set fortli above, the combination of Robinson and Keane does 
not teach or make reasonably obvious every feature of independent claims I, 9 and 19. Based 
on the foregoia*;. Appellant submits that the combination of Robinson and Keane cannot 
support a 35 IKS.C- l()3(a) rejection of independent c\n\n^^ I, 9 and 19, and respectfully 
requests that t)ie rejection be withdrawn. 

Each of dependent claims 3, 4, 10-1 1 and 15 depend from one of independent claims 
1 and 9, which are in allowable condition for at least the reasons set forth above. 'J'herefore, 
dependent claims 3, 4, 10-11 and 15 are also believed in allowable condition at least by 
reason of their dependency from an allowable claim. For at least the reasons provided above, 
Appellant submits that Robinson and Keane cannot support a 35 IJ.S.C. U)3(a) rejection of 
claims 3, 4, 10-11 and 15, and withdrawal of tJie rejection is respccliully requested. 
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VI L C. Second Ground of Rejection 

Claims 2 and 13 stand rejected under 35 U.S.C. § I 03(u) us being unputenUible over 
Kohinson in view ofKcane as applied to clainis 1 and 9 above, further in view oTPieree, U.S. 
I^atent No. 6,202,0257. 

DcpcnJcnl elaims 2 and 13 depend from independent claims i and 9, respectively. As 
set fDrtJi above, (he combination of Robinsoj} and Keone fails to teach ot make reasonably 
obvious every feature of independent claims I and 9. Appellant respectfully submits Pierce 
fails to remedy the defjciencics of the eon)bination of Robinson and Keanc, m thai Pierce also 
fails to teach or suggest distinguishing between core printer operational resources (i.e., a ilrsl 
resource set) enhanced printer operational resources (i.e., a second resource set), and 
further l^iils to teach or suggest a charge calculated only as a function of the request for the 
use or right of use of an enhanced printer operational resource (i.e., a resource of the second 
set). 

leased on the foregoing. Appellant submits thai the combination of Robinson, Kcane, 
and Pierce cannot support a 35 U-^-C. 103(a) rejection and respectfully request that the 
rejection be withdrawn. 

VII* D. '\ \\\ri\ Ground of Rejection 

Claim!s 3 and 16 stand rejected under 35 IJ.SX::. § 103(a) as being unpatentable over 
Robinscm in view of Keanc as applied to claims 4 and 15 above, further in view of Maruta, et 
al., U.S. Patent No. 6,064,838. 

Dependent clamis 5 and 16 depend from independent claims I and 9, respectively. As 
set forth above, the conibinalion of Robinson ajtd Keanc fails tx) teach or make reasonably 
obvious every feature of independent elaims 1 and 9. Appellant rcspcctftilly submit-S Mamta 
fails to remedy the deHciencics of the combination of Robinst^n and Keanc, in that Maruta 
also fails to tedch or sxrggest distinguishing between core printer operational resources (i.e., a 
Hrst resource s.et) and enhanced printer operational resources (i.e., a second resource set), and 
further fails to teach or sug^^est a charge calculated only as a function of the rc^iuest for the 
use or right of use of an enhanced pnnter operational resource (i.e., a resource of the second 
set), 
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Bnscd on the tbi-cgoing, Appellant submits that the combination of Kobinson, Kcan, 
and Maruta ct: al, cannot support a 35 U.S.C, 103(u) rejection and respectfully request thai the 
rejection be withdrawn. 

VI L E. fourth Ground of Rejection 

Claim- 6 and 17 stand rejected under 35 U.S.C. § 103(a) a5 being unpatentable over 
Robinson in view of Keiine as applied to claims 4 and I 5 above, further in view oi' Hayashi. 
U.S. Patent No. 6,375,297. 

Dependent claims 6 and 17 depend Jrom independent claims 1 yjid 9, respectively. As 
set tbrth above, the combination of Robinson and Keane Jaiis to leach or make reasonably 
obvious every feature of independent claims I and 9, Appellant respectftjlly submits Haynshi 
fails to remedy the deficiencies of the combination oi* Robinson and Keanc, in that Hayashi 
also fails to teach or suggest distinguishing betweci^ core printer operational resources (i.e.. a 
hrst rcsotircc set) and enhanced printer operational resources (i.e., a seeoiui resource set), and 
further fails to teach or suggest a charge calculated only as a function of the request for the 
use or right oi" use of an enhanced printer operational resource (i.e., a resource of the second 
set). 

Based on the foregoing. Appellant submits that the combination oi' Robinson, Keane> 
and Hayashi cannot support a 35 U-S.C. 103(a) rejection and respeetllilly request tlial the 
rejection be withdrawn. 

VILF. Fifth Ground of Rejection 

Claitns 7. 8, and 18 stand rejected under 35 IfS-C:. 103(a) as being unpatentable 
over Robin.son in view of Keane as apphed to claims 1 and 15 above, further in view of 
Nockcr, U.S. Patent No. 6.236,486. 

Dependent claims 7, 8 and 18 depend from indcpendctU claims i and 9, respectively. 
As set fortli above, the combijiation oi' Robinson and Keane foils to teach or make reasonably 
obvious every feature of independent claims 1 and 9. Appellant respectfully submits Nocker 
fails to remedy the deficiencies of the combination of Robinson and Keane, in that Nocker 
also fails to teach or suggest distinguishing between core printer operational resources (i,c., a 
Ih'St resource set) and enhanced pnniax operational resources (i.e., a second resource set), and 
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iltrther fitils to teach or suggest a charge calculated only as a function of the request lur liic 
use or right of use of an enhanced printer opcrntional resource (i.e., a resource of the second 
set). 

Based on (he foregoing. Appellant submits that the combination of Kobhison, Keanc, 
and Nockcr cannot support a 35 U.S.C. 103(a) rejection and respectfully requests that the 
rejection be withdrawn, 

VII, G* Sixth Ground of Reiection 

Claim 12 stands rejceled under 35 U.S.C. § 103(a) as being unpatentable over 
Robinson in view of Keane as applied lo claim 9 above, further in view of Sugiura, ct ah, 
U.S. Patent No. 4,393,375. 

Depentlent ehiim 12 depends from independeiir claim 9. As set forth above, the 
eombinalion of Robinson and Keane fails to teach or imake reasonably obvious every feature 
of independent claim 9. Appellant rcspcctftilly suhmit.^i Sugiuro fail.«i to remedy the note^l 
deiicimcies of the combination of Robinson and Kcanc, in that Sugiura at least fails to teach 
or suggest that a charge calcidatcd on/y as a function of the rcc|ucst for the use or right of tise 
of an enhanced printer operational resource. 

Based on the foregoing. Appellant submits that the cotnbi nation of Robinson, Keajic, 
and Sugiura canjiot support a 35 U.S.C. 103(a) rejection and respectfully requests that the 
rejection be withdrawn. 

VIJ. 1-L Seventh Ground of Rejection 

Claim:^ 14 and 20 stand rejected under 35 U-S.C 103(a) as being unpatentable over 
Robinson in view of Keane as applied to claims 9 and 19 abc)ve, further in view of Frccmnn, 
U.S. Patent No. 6 J 34,557. 

r>ependent claims 14 and 20 depend from indcT^endent claims 9 and 19. respectively. 
As set forth above, the combination of Robinson and Keane fails to teach or make rea.snnably 
obvious every feainre of imiependent claims 9 and 19, Appellant rcspcctfuliy submits 
Freeman fails to remedy the deficiencies of the combination of Robinson and Keane, in tliat 
Fj'eenK-in also fails to leach or suggest distinguishing between cor<? printer operational 
resources and enhanced printer operational resources, and further f:jils to teach or suggest a 
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charge calcuUUcd only as a iimctiun uTlhc request for llic use or rij»ht ol* itac ol'iin enhanced 
printer operational resource. 

Based on (he ibregoing. Appellant sLibinils thai llie combinalioji ol' Robiiisoi), Kcajie, 
and Freeman cannot support a 35 U.S.C 103(a) rejection and respeeUuHy requests (luil the 
rejection be withdrawn. 
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RECEIVED 
CENTRAL FAX CENTER 

FEB 1 9 2008 



VH, CONC-l.liSION 

For the above reasons, Appellants re;speetib!ly .submit Uial the cited references neither 
anticipalc nor render obvious elaims of the pending Apph'calion. 'rhcrcforc. Appellants 
respeetlully sabniil thai the rejections must be withdrawn, and request the Examiner be 
reversed and claims 1-20 be allowed. 

Any inquiry regarding this Response should be directed to cither Nathan R, Rieth at 
Telephone No. (208) 396-5287, Facsimile No, (208) 396-3958 or Scot! A. Lund at Telephone 
No, (6] 2) 373-2006, Facsimile No. (612) 573-2005. In addition, all eorrespondenee .should 
continue to be directed to the following address: 

Hewlett-Packard Company 

IntcIIcctua] Properly Administration 
P,0. Box 272400 
3404 E. Hannony Road, M/S 35 
i-ort Collins, Colorado 80527-2400 



Date: fO^ T^rfi 

SAL:hsf 



R cspect hi i I y ,si j bnM ttcd , 
Stuart D. Asnwaka, 
By, 

DiCKl:, BUAMj Sc. CZAJA, FM.C 
Fil\h Street Towers. Suite 2250 
100 South Fifth Street 
Minneapolis, MN 55402 
Telephone: (612) 573-2006 
Facsimile: (612) 573^2005 




STcntt A. UulYd 
iVegr No" 4 1 ,V66- 



<.'FK riFK'AFF UNV?^^ t he uiKlcrsjjtncd hereby eerhllcs !h:jt tins paper or papers, us described 

iiercin. ure beiii;; Hiesunik' tnmsmillet! 1o ihe Unilwl SUiles P;UeT»t i\jm\ Tnidentiirk OlTiee. r';i\ No. <57l) 273-8300 
on ihis l^V^''^ day of February, 2<m. ^^^..^ 

Nurnv;/'Scotl A. hj^nd y 
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CLAIMS APPENDIX 

! . (Previously Presented) A method of operating a printer, suid method coirtpriyinjL-: 

providing a printer including a plurality of piinler operational resourees, said printer 

operational resources comprising core printer operational resources and enhanced printer 

operational resources; 

receiving a resource request at said printer, said resource request including a request 

for at least one of use :ind a right of use of a selected at least one enhanced printer operational 

resource; 

operating said printer according (o said resource request including at least one of use 
of and right of use of said selected at least one enhanced printer operational resource; and 

initiating o payment transaction based on said operating step, wherein said payment 
transaction inckides a charge calculated only as a function of said enhanced printer 
operational resource request. 

2. (Original) A method according to claim 1 wherein said printer initiates said payment 
transaction. 

3. (Original) A method according to claim 2 wherein said printer inchides a consumable 
clement, said consumable element including a processing cleincnl initiating said payment 
transaction. 

4. (Previously Presented) A method according to claim I wherein said selected at least 
one enhanced printer operational resource comprises enhanced output produced by said 
printer relative to output produced without use of sai<i selected at least one enhanced printer 
operational resource. 

5. (Previously Presented) A method according to claim 4 wherein said selected at least 
one enhanced printer operational resource comprises a selected printer resolution. 

0, (Previt.nisly I'rcsenicd) A method according to claim 4 wherein said selected at least 
one enhanced printer operational resource comprises a selected printer throughput speed. 

15 

PAGE 18/23 * RCVD AT 2/19/2008 6:16:55 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-5/9 ' DNIS:2?38300 * CSID:612 573 2005 * DURATION (m[n-ss):03-32 



02/19/2008 17:19 FAX 612 573 2005 



DICKE^BILLIG&CZAJA P. A. 



a 019 



C:OUUI':C l li;0 Appeiil Brief to the Boiird of Patcul Appcnis suul IiHcrfcrciKCS 

AppliciiiU; Stuart Asyvvyku 

ScrioJ No.: 09/^1)5.6,^3 

1-iicd: July 13.2001 

Docket No.: I00lt919"l 

Title: PRINT R>K PAY jM<lN PER 



7. (Previously Presented) A method ;iccording lo chum 1 wherein said selected iit ieasl 
one enhanced printer operational resource comprises access to ci selected communication 
channel. 

8. (Previt>usly Pj'csentcd) A n-^cthod according to claim 7 wherein said selected 
commimieation chanjicl eoinprises at least one of an infrared link and a network link. 

9. (Previously Presented) A pri tiling system comprising: 

printer control including a pkiralily ofprinler operolional resources suppotting 
operation of a printer, saui plurality ofprinler operational resources comprising a fust 
resotirce set aiid a second resource sol; 

print job control reecivin;^ a request relative to at (cast one of said plurality ofprinler 
operational resources; and 

transaction control delectinij; said request tuid initialing a payment transaction for said 
request only when said at least one of said plurality of printer operational resources is a 
member of said second set, wherein said payment transaction includes a chari^c calculated as 
a function of said resource request. 

1 0. (Previously Pi^esented) A system according to claim 0 wherein said request comprises 
an incident of use for said at least one of said plurality of printer operational resources. 

I K (Previously Presented) A system according io claim 9 wherein said request comprises 
a period of allowed right of access lo said at least one of said plurality of printer operational 
resources. 

12. (Previously Presented) A system according lo claim 9 wherein said request comprises 
a request to remt>ve said at least one of said plurality ofprinler operational resources from 
said seeond set and place said at least one of said plurality ofprinler operational resources in • 
said first set. 
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13. (OriiziMal) A system acc<)rding lo claim 9 wherein said transaction control is located 
within said printer. 

14. (Original) A system according to claini 9 wherein said transaction control generates a 
use report tor delivery to a resource vendor. 

1 5. (Previously Presented) A system oceording to claim 0 wherein said at least oi^e of 
said ph.irality of printer operational resources comprises enhanced output profiuccd by said 
printer relative to outpxjt produced without useofsaid al least one of said plurality of printer 
operationol resources. 

16. (Previously l^resent.ed) A systcn) according to claim 15 wherein said at least one of 
said plurality of printer operational resources comprises a selected printer resolution. 

17. (Previously Prescnled) A system according lo claim 15 wliercia said at least one of 
said plurality of printer operational resources comprises a selected printer throughput speed. 

18. (Prcvit>usly Presented) A system according to claim 15 wherein said at least one of 
said plurality of printer operational resources comprises access to a selected communication 
channel. 

1 9. (Previously Presented) A metliod of printer operation, said printer having core printer 
operational resources and enhanced printer operational resources, the niethod comprising the 
steps: 

requesting a print job, said print job including use of a selected enhanced printer 
operational resource; 

printing at a printer said print job ineluding use ol'said sclcclcd enhanced printer 
operational resource; and 

executing a payment transaction in favor of a resource vendor as a t'unction oi'said 
print job. wherein said payment transaction includes a charge calculated only as a function of 
said enhanced printer operational resource rccju est. 
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20. (l^rcvioLisly Pr<rscntecJ) A method according to claim 19 wherein said method further 
cuinpnscs reporting use of said .selected enhanced printer opcrntionai resource to said 
resource vendor. 

21. -23. (Canceled) 
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None. 
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RKLA rKI> PROCEEDINGS APPENDIX 

None. 
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